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First Action on the Merits 



1. Claims 5-14 of U.S. Application 10/748,231 filed on 12/31/2003 are presented for 
examination. 

Quotations of U.S. Code Title 35 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornurn, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

7. Claims 5-14 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-12 of U.S. Patent No. 6,697,683. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because of 
the following reason: 

The system of claim 5 is clearly listed in claim 5 of U.S. Patent No. 6,697,683. Claim 1 
of the present application is broader claim that discloses a broader limitation as in claim 5 of 
U.S. Patent No. 6,697,683. Thus, it would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to prevent the unjustified or timewise extension of the "right 
to exclude" granted by a patent to produce a more broader claim. Therefore, claim 5 is not 
patentably distinct from the U.S. Patent No. 6,697,683. 

Claims 6-14 are depending on claim 5 of the present application. Therefore, they are also 
not patentably distinct from the U.S. Patent No. 6,697,683. 
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Claim Rejections - 35 USC § 102 

8. Claims 5-6 and 8-14 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 5,450,202 ("Tissue"). 
Regarding claim 5 

Tisue teaches an agile positioner means responsive to an actual position of a substantially non- 
resonant load (col. 1 1 lines 42-47) and operative to provide drive control information for driving 
an actuator means to position said load, comprising: 

a. sensing means responsive to a substantially stationary load for generating an actual 
position signal (col. 2 lines 55-62, "Actual positions of a mirror . . . actual position 
values"); 

b. open loop sequence computation means responsive to a desired position and the actual 
position signal for determining differences between desired and actual positions of said 
load at one or a plurality of positioner cycles (col. 2 lines 63-68, "The actual position . . . 
positions at given times"), correction calculation means responsive to said differences for 
calculating and outputting open loop sequences computed for a boundary state of velocity 
and position error at an end of the positioner cycle whereby said load moves closer to 
said desired position and with substantially zero velocity at the end of each positioner 
cycle (col. 3 lines 1-4, "calculating means for correcting ... to the desired positions"); and 

c. drive means for amplifying the open loop sequences to produce an actuator drive signal 
on an output line (col. 3 lines 4-6, "drive amplifier means . . . drive force currents"). 
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Regarding claim 6 

Tisue teaches the actuator means is linearly moveable (col. 1 1 lines 39-42, "A load such as ... 
type of load"). 
Regarding claim 8 

Tisue teaches the open loop sequence comprises two substantially equal pulses opposite in 
polarity, of substantially equal width and inverting for opposite correction polarity (col. 6 lines 
44-51, "Summing means 144 ... inverted by invertor 160 or uninverted"). 
Regarding claim 9 

Tisue teaches the open loop sequences comprise two substantially equal pulses opposite in 
polarity, of substantially constant amplitude, of substantially equal width, occupying a variable 
width positioner cycle and inverting for opposite correction polarity, whereby the open loop 
sequences constitute pulse width modulation (col. 6 lines 44-62, "Summing means 144 ... the 
predicted centroid position 150"). 
Regarding claim 10 

Tisue teaches open loop sequence computation means and said correction calculation means 
further include a term for a velocity, whereby the positioner is responsive to the velocity of the 
actuator (col. 1 1 lines 3-13, "the load-armature has velocity . . . having been stationary"). 
Regarding claim 6 

Tisue teaches the positioner cycle occupies a constant time interval (col. 10 lines 59-63, "Zero 
velocity points . . . drive force magnitudes"). 
Regarding claim 12 
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Tissue teaches sensing means includes a digital sensor means for sensing the actual position of 
an optical element and for responsively providing interpolated actual position signals, 
comprising: 

a. lighting means for emitting and focusing a beam of emitted light towards said optical 
element so that the beam is reflected as a beam of reflected light (col. 2 lines 56-57, 
"lighting means for emitting . . . reflect by the mirror"); 

b. optical detector means including an array of discrete photodetector elements for detecting 
an intensity distribution of reflected light in said array and responsively producing 
detection signals serially forming an intensity sample waveform output from the detector 
means (col. 2 lines 57-60, "optical detector means . . . intensity sample waveform"); 

c. filter means for reducing high frequency content and forming a filtered waveform from 
said intensity sample waveform for improved interpolation (col. 2 lines 60-62, 
"interpolating means for . . . actual position values"); 

d. a threshold logic means for receiving said filtered waveform, comparing said filtered 
waveform to a reference threshold level, responsively producing a first and second binary 
envelop waveform representing an interval to a first and a second crossing of the 
threshold level by the filtered waveform (col. 6 lines 11-17, "interpolating circuit 1 14a . . . 
outputs on line 130"); and 

e. a counting and averaging means for counting to a value representing a center between the 
first and the second crossing of the threshold level of the first and the second binary 
envelope waveform and outputting said total value as said interpolated actual position 
signal (col. 6 lines 17-38, "The waveform 126 is ... from CCD array 100"). 
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Regarding claim 13 

Tisue teaches lighting means continuously projects said beam of emitted light (claim 9 lines 50- 
51). 

Regarding claim 14 

Tisue teaches lighting means pulses said beam of emitted light (claim 10 lines 53-54). 
Claim Rejections - 35 USC § 103 

9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,450,202 ("Tisue") 
Regarding claim 7 

Tisue does not specifically show the sensing means comprises an analog sensor. "Official 
Notice" is taken that both the concept and advantages of providing an analog sensor is well 
known and expected in the art. U.S. Patent No. 5,450,202 issued to Nagayasu discloses using 
analog sensors as part of a positioning system (see col. 16 lines 15-28). It would have been 
obvious too one of ordinary skill in the art to include an analog sensor to the positioning system 
of Tisue because it would provide for receiving any acceptable analog signals in order to produce 
the actual position signal for the drive controller. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to examiner Thomas Pham; whose telephone number is (703) 305-7587 and fax number is 
(703) 746-8874, Monday-Thursday and every other Friday from 7:30AM- 5:00PM EST or contact 
Supervisor Mr. Anthony Knight at (703) 308-3179. 

Any response to this office action should be mailed to: Commissioner for Patents, P.O. 
Box 1450, Alexandria VA 22313-1450. Responses may also be faxed to the official fax 
number (703) 872- 9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Thomas Pham 

Patent Examiner 




August 4, 2004 




